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DETAILED ACTION 

1 . All outstanding rejections except for those described below are overcome by applicants' 
amendment filed 1/3/07. 

The new grounds of rejection set forth below are necessitated by applicants' amendment 
and thus, the following action is final 

Claim Rejections - 35 USC $ 102 

2. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

3. Claims 1, 4, 9-10, 15-17, 22-23, and 26-31 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Breton et al. '209 (U.S. 5,977,209) taken in view of the evidence given in Breton 
et al. '108 (U.S. 6,384,108), Nagashima et al. (U.S. 4,625,220), and Endo et al. (U.S. 4,723,129). 

The rejection is adequately set forth in paragraph 3 of the office action mailed 10/5/06 
and is incorporated here by reference. 

Further, it is noted that for specific examples of the sulfonated polyester, Breton et al. 
'209 refers to U.S. serial No. 08/536,236 which corresponds to Breton et al. '108 which discloses 
sulfonated polyester obtained from 50 mol% diol such as alkylene glycol and 50 mol% diester 
which comprises 2.5-15 mol% sulfonated aromatic moiety, i.e. aromatic dicarboxylic acid 
having metal sulfonate group, and 35-47.5 mol% diester such as dimethyl terephthalate, i.e. 
aromatic dicarboxylic acid not having metal sulfonate group, dimethyl isophthalate, dimethyl 
naphthalenedicarboxylic acid, and mixtures thereof (col. 4, lines 48-61). Thus, it is clear that the 
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sulfonated polyester of Breton et al'209 includes that obtained from three of more dicarboxylic 
acids wherein one dicarboxylic acid is the aromatic dicarboxylic acid having metal sulfonate 
group and the other dicarboxylic acids are obtained from mixtures, i.e. 2 or more, of diesters that 
include aromatic dicarboxylic acid not having metal sulfonate group. 



Claim Rejections - 35 USC 8 103 

4. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

5. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Breton et al. '209 
(U.S. 5,977,209) in view of Sharma et al. '883 (U.S. 5,464,883). 

The rejection is adequately set forth in paragraph 6 of the office action mailed 10/5/06 
and is incorporated here by reference. 

6. Claims 7-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Breton et al. 
'209 (U.S. 5,977,209) in view of Johnson et al. (U.S. 5,922,118). 

The rejection is adequately set forth in paragraph 7 of the office action mailed 10/5/06 
and is incorporated here by reference. 

7. Claims 12-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over Breton et al. 
'209 (U.S. 5,977,209) in view of Erdtmann et al. (U.S. 6,533,408). 
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The rejection is adequately set forth in paragraph 8 of the office action mailed 10/.5/06 
and is incorporated here by reference. 

8. Claims 1, 4, 9-10, 15-17, 22-23, and 26-31 are rejected under.35 U.S.C. 103(a) as being 
unpatentable over Breton et al. '209 (U.S. 5,977,209) in view of Breton et al. '108 (U^S. 
6,384,108), Nagashima et al. (U.S. 4,625,220), and Endo et al. (U.S. 4,723,129). 

The rejection is adequately set forth in paragraph 9 of the office action mailed 10/5/06 
and is incorporated here by reference. 

Further, it is noted that for specific examples of the sulfonated polyester, Breton et al. 
'209 refers to U.S. serial No. 08/536,236 which corresponds to Breton et al. '108 which discloses 
sulfonated polyester obtained from 50 mol% diol such as alkylene glycol and 50 mol% diester 
which comprises 2.5-15 mol% sulfonated aromatic moiety, i.e. aromatic dicarboxylic acid 
having metal sulfonate group, and 35-47.5 mol% diester such as dimethyl terephthalate, i.e. 
aromatic dicarboxylic acid not having metal sulfonate group, dimethyl isophthalate, dimethyl 
naphthalenedicarboxylic acid, and mixtures thereof (col.4, lines 48-61). Thus, it is clear that the 
sulfonated polyester of Breton et al.'209 includes that obtained from three of more dicarboxylic 
acids wherein one dicarboxylic acid is the aromatic dicarboxylic acid having metal sulfonate 
group and the other dicarboxylic acids are obtained from mixtures, i.e. 2 or more, of diesters that 
include aromatic dicarboxylic acid not having metal sulfonate group. 
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9. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Breton et al. '209 
in view of Breton et al. '108, Nagashima et al., and Endo et al. as applied to claims 1, 4, 9-10, 
15-17, 22-23, and 26-31 above, and further in view of Sharma et al. '883 (U.S. 5,464,883). 

The rejection is adequately set forth in paragraph 10 of the office action mailed 10/5/06 
and is incorporated here by reference. 

10. Claims 7-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Breton et al. 
'209 in view of Breton et al. '108, Nagashima et al., and Endo et al. as applied to claims 1, 4, 9- 

10. 15-17, 22-23, and 26-31 above, and further in view of Johnson et al. (U.S. 5,922,1 18). 

The rejection is adequately set forth in paragraph 1 1 of the office action mailed 10/5/06 
and is incorporated here by reference. 

11. Claims 12-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over Breton et al. 
'209 in view of Breton et al. '108, Nagashima et al., and Endo et al. as applied to claims 1, 4, 9- 
10, 15-17, 22-23, and 26-31 above, and further in view of Erdtmann et al. (U.S. 6,533,408). 

The rejection is adequately set forth in paragraph 12 of the office action mailed 10/5/06 
and is incorporated here by reference. 

12. Claims 1, 4, 9-10, 15-16, and 30-31 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Foucher et al. (U.S. 2003/0018100) in view of Koitabashi et al. (U.S. 
6,454,402). 
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The rejection is adequately set forth in paragraph 13 of the office action mailed 10/5/06 
and is incorporated here by reference. 

13. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Foucher et al. in 
view of Koitabashi et al. as applied to claims 1, 4, 9-10, 15-16, and 30-31 above, and further in 
view of Sharma et al. '883 (U.S. 5,464,883). 

The rejection is adequately set forth in paragraph 14 of the office action mailed 10/5/06 
and is incorporated here by reference. 

14. Claims 7-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Foucher et al 
in view of Koitabashi et al. as applied to claims 1, 4, 9-10, 15-16, and 30-31 above, and further 
in view of Johnson et al. (U.S. 5,922,1 18). 

The rejection is adequately set forth in paragraph 15 of the office action mailed 10/5/06 
and is incorporated here by reference. 

15. Claims 12-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over Foucher et 
al. in view of Koitabashi et al. as applied to claims 1, 4, 9-10, 15-16, and 30-31 above, and 
further in view of Erdtmann et al. (U.S. 6,533,408). 

The rejection is adequately set forth in paragraph 16 of the office action mailed 10/5/06 
and is incorporated here by reference. 
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16. Claims 18-21 and 24-25 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Reem et al. (U.S. 6,715,869) in view of either Breton et al. '108 (U.S. 6,384,108) or Foucher et 
al. (U.S. 2003/0018100). 

The rejection is adequately set forth in paragraph 17 of the office action mailed 10/5/06 
and is incorporated here by reference. 

Response to Arguments 

17. Applicants' arguments filed 1/3/07 have been fully considered but they are not 
persuasive. 

Specifically, applicants argue that Breton et al. '209 and Breton et al. '108 are no longer 
relevant references against the present claims given that there is no disclosure in either reference 
of polyester obtained from three or more dicarboxylic acids as presently claimed. 

However, it is noted that for specific examples of the sulfonated polyester, Breton et al. 
'209 refers to U.S. serial No. 08/536,236 which corresponds to Breton et al. '108 which discloses 
sulfonated polyester obtained from 50 mol% diol such as alkylene glycol and 50 mol% diester 
which comprises 2.5-15 mol% sulfonated aromatic moiety, i.e. aromatic dicarboxylic acid 
having metal sulfonate group, and 35-47.5 mol% diester such as dimethyl terephthalate, i.e. 
aromatic dicarboxylic acid not having metal sulfonate group, i.e. dimethyl isophthalate, dimethyl 
naphthalenedicarboxylic acid, and mixtures thereof (col.4, lines 48-61). Thus, it is clear that the 
sulfonated polyester of Breton et al.'209 includes that obtained from three of more dicarboxylic 
acids wherein one dicarboxylic acid is the aromatic dicarboxylic acid having metal sulfonate 
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group and the other dicarboxylic acids are obtained from mixtures, i.e. 2 or more, of diesters that 
include aromatic dicarboxylic acid not having metal sulfonate group. 

Applicants also argue that there is no disclosure in either Breton et al. '209 or Breton et 
al. 6 108 of the number average molecular weight of the polyester as presently claimed and that 
each reference teaches different molecular weight. 

However, as noted by applicants, Breton et al. '209 discloses the use of polyester 
possessing number average molecular weight of 400-500 which clearly overlaps the presently 
claimed molecular weight. Although the overlap is only at one point, the fact remains that there 
is overlap. 

While Breton et al. '209 discloses number average molecular weight of 400-5000, it is 
noted that the number average molecular weight disclosed by Breton et al. '209 is the molecular 
weight of one preferred embodiment of polyester. However, Breton et al. '209 is not limited to 
this one polyester and refers to Breton et al. '108 for further examples of polyesters. 

With respect to Breton et al. '108, it is noted that it is disclosed that the polyester 
possesses molecular weight of 500-50,000. Although it is not clear if the molecular weight is 
weight average or number average, if the molecular weight is number average, there is clear 
overlap with claimed molecular weight, i.e. 50,000, while if the molecular weight is weight 
average, given the relationship between weight average molecular weight (Mw) and number 
average molecular weight (Mn), i.e. Mw/Mn > 1, it is clear that the number average molecular 
weight of Breton et al.'108 would overlap that presently claimed. 
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Thus, it is the examiner's position that both Breton et al. '209, which includes the 
disclosure of the polyesters of Breton et al. '.108, does meet the requirements of the present claim 
with respect to the number average molecular weight of the polyester. 

Applicants also argue that Foucher et al. is not a relevant reference against the present 
claims given that the amount of aromatic dicarboxylic acid having metal sulfonate group 
contained in the polybasic carboxylic acid ingredient falls outside the scope of the present 
claims. As evidence to support this position, applicants point to example 1 of Foucher et al. and 
argue that the polyester of this example comprises 42.9 mol% aromatic dicarboxylic acid having 
metal sulfonate group. 

However, it is not clear how applicants calculated the amount of aromatic dicarboxylic 
acid having metal sulfonate group in example 1 of Foucher et al. It is noted that the polyester of 
example 1 is obtained from 368.6 g dimethyl terephthalate, 52 g sodium 
dimethylsulfoisophthalate, and 13.31 g aspartic acid from which it is calculated, using the 
molecular weight of each compound, that there is present 1.9 moles dimethyl terephthalate 
(368.6/194.18), 0.153 moles sodium dimethylsulfoisophthalate (52/339.96), and 0.1 moles 
aspartic acid (13.31/133.04) from which it is calculated that, based on the polybasic carboxylic 
acid ingredient, there is present approximately 7.1 mol% (0.153/2.15) sodium 
dimethylsulfoisophthalate. Thus, it is not clear how applicants calculated that the polyester 
contained 42.9 mol% aromatic dicarboxylic acid having metal sulfonate group, i.e. sodium 
dimethylsulfoisophthalate. Clarification is requested. 
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Further, attention is drawn to paragraph 36 of Foucher et al. that disclose that the 
polyester comprises 1-10 mol% sulfo diacid, i.e. aromatic dicarboxylic acid having metal 
sulfonate group. 

Applicants also argue that the glass transition temperature (Tg) disclosed by Foucher et 
al. is for polyester obtained from two dicarboxylic acids not three as presently claimed. 

However, attention is drawn to paragraph 38 of Foucher et al. that discloses polyester that 
is copoly (1,2-propylene terephthalate)-copoly(l,2-propylene -sodoio-5-sulfoisophthalate)- 
copoly(l,2-propylene-aspartate) and that such polyester possesses Tg of 50-65 °C. Such 
polyester is obtained from three dicarboxylic acids, i.e. organic diacid, sulfonated diacid, and 
amine containing organic diacid. 

Applicants also argue that claims 18-21 and 24-25 are patentable over Reem et al. and 
Foucher et al. for the same reasons the examiner appears to have acknowledged that claim 1 is 
patentable over these references given that the examiner did not reject claim 1 over the 
combination of Reem et al. and Foucher et al. 

Although the examiner did not reject claim 1 using the combination of Reem et al, 
Foucher et al, and Koitabashi et al., this does not make the rejection of claims 18-21 and 24-25 
utilizing such combination of references improper. 

It is noted that claims 18-21 and 24-25 are drawn to recording method comprising ink set 
or ink set itself while claim 1 is drawn to ink. Reem et al. is utilized in view of its teaching of ink 
set, however, there is no disclosure in Reem et al. of polyester as presently claimed. While claim 
1 could have been rejected using Reem et al. in combination with Foucher et al. and Koitabashi 
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et, the examiner considered such rejection redundant given that such claims were already 
rejected using Foucher et al. in combination with Koitabashi et al. and given that Reem et ah is 
not necessary to meet the requirements of claim 1 . 

That is, given that Reem et al. is not necessary to meet the limitations of present claim 1, 
given that claim 1 does not require ink set and given that claim 1 is already rejected using 
combination of Foucher et al. and Koitabashi et al., the combination of Reem et al. with Foucher 
and Koitabashi et al. was. utilized against only those claims that required ink set, namely, claims 
18-21 and 24-25. 

In light of the above, it is the examiner's position that claims 18-21 and 24-25 are 
properly rejected using the combination of Reem et al. with Foucher et al. and Koitabashi et al. 

Conclusion 

18. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
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however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

19. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Callie E. Shosho whose telephone number is 571-272-1 123. The 
examiner can normally be reached on Monday-Friday (6:30-4:00) Alternate Fridays Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 119. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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